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DETAILED ACTION 

1 . The following is a Non-Final Office Action in response to the communication 
received on 29 September 2008. Claims 1-9 are pending, Claims 16-20 are 

withdrawn. 

Response to Arguments 

2. Applicant's arguments have been fully considered but are moot in view of new 
grounds of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-9 are rejected under 35 U.S.C. 101 based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiners is 
that a § 101 process must (1 ) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184(1981); Parker v. Flook, 
437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
v. Deener, 94 U.S. 780,787-88 (1876). 
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An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit 
decision since they are not tied to another statutory class and can be performed without 
the use of a particular apparatus. Claim 1 recites information that is received from 
wireless users where this information is used to "automatically select" a group of users 
based on information that is provided. This recitation is a nominal one and is not tied to 
a particular apparatus, thus the claim is not statutory. 

Thus, Claims 2-9 are non-statutory since they depend on Claim 1 . 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendrickson et al. (U.S. 6,754,470) in view of Mayer US 2005/008621 1 (hereinafter 
Hendrickson and Mayer, respectively). 

The examiner notes that there is significant overlap in the teachings of Mayer 
and Hendrickson. Although the examiner has set forth one way below where the 
claimed limitations are shown to be obvious, the examiner notes that, using the two 
references cited, there are other ways the references could be combined with a 
predictable result to render the claimed invention obvious. 

As per claim 1, Hendrickson et al. discloses a method comprising: 
sending a request for a return signal into a wireless network to a plurality 
of users of said wireless network having data processing devices (col. 7, lines 29- 
33, 53-57 and 64-67; col. 8, lines 12-15; A wireless network monitors wireless activity 
from (therefore, requests and receives signals from) devices of wireless users.); 

receiving from said wireless network respective return signals from each of 
said plurality of users, each of said return signals containing information 
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describing its respective user (col. 8, lines 12-30; User data is received via the 
wireless network.); 

receiving from said wireless network an inquiry, said inquiry having 
predetermined responses associated therewith, and receiving from said wireless 
network an attribute as a criteria for identifying recipients of said inquiry (col. 1 1 , 
lines 36-40; col. 15, lines 8-16; col. 16, lines 15-16; A questionnaire may be invoked to 
prompt responses from wireless users. Also, emails may be exchanged among 
wireless panel members. It is known in the art that an email may be generated by one 
user and distributed to multiple users. See also col. 7, lines 12-24, where panel 
members may be selected/identified based on a number of criteria. See also col. 7, 
lines 1-11, where data gathering software invokes an "inquiry" into the events/activities 
of mobile device users with predetermined responses such as applications and features 
used as well as location of the mobile device when such applications/features are in 
use.); 

Hendrickson teaches the gathering of marketing information related to wireless 
users (ie. demographic or other marketing related information). However, Hendrickson 
is concerned with gathering information (i.e. attributes) from users, rather than having a 
user select an attribute, which is then used in getting users to respond to that attribute, 
such that the response is forwarded back to the original user. Thus Hendrickson does 
not teach, but Mayer teaches: 

Where the inquiry is generated by a first user 
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automatically selecting a group of users from said plurality of users, each 
user of said group of users having said attribute, said selecting including 
analyzing said respective information of each of said plurality of users, said 
attribute being identifiable from said respective information of each of said 
selected group of users and forwarding said inquiry into said wireless network to 
said group of users 

para 11-15, based on the questionnaire filled out by the user (including certain 
attributes) this questionnaire is then forwarded to other users who meet the critiera, i.e. 
being automatically determined, since Mayer's invention is matching up potential dates 
based on the criteria input by a user. 

receiving from said wireless network responses from one or more users in 
said group of users and forwarding said responses into said network to said first 
user 

para 15, base on the identified matches to the questionnaire, this information is 
then forwarded back to the first user (i.e. by way of putting the contactees on the instant 
messaging list). See also para 45 - a two way match suggests those users identified 
need to reply such that their information is forwarded only when their criteria matches 
the original user's criteria, (see also para 73). 

Henrickson and Mayer both address the use of wireless devices (e.g. pda's, cell 
phones) in communication, thus both Hendrickson and Mayer are analgous art. Further 
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they both address gathering information from users so that the intrinsic needs of users 
can be fulfilled. 

One of ordinary skill in the art at the time of the invention would have modified 
the teachings of Hendrickson, regarding obtain various attributes of wireless device 
users for the purpose of filling their needs, to include the social networking and 
matchmaking teachings of Mayer to provide a predictable result, since Mayer teaches 
that individual data (e.g. sex, age) is useful as attributes in providing a wireless device 
matchmaking service. Thus the claimed limitations are a combination of elements 
known in the art that would be combinable to achieve a predictable result. 

As per claim 2, Hendrickson et al. discloses the method as in claim 1 wherein 
said attribute is a specific geographical location (col. 11, lines 45-53). 

As per claim 3, Hendrickson et al. discloses the method as in claim 1 wherein 
said attribute is a specific distance from said first user (col. 7, lines 1-11). 

As per claim 4, Hendrickson et al. discloses the method as in claim 1 wherein 
said attribute includes a specific age (col. 1 1 , lines 34-44). 

As per claim 5, Hendrickson et al. discloses the method as in claim 1 wherein 
said attribute is a specific occupation (col. 11, lines 34-44). 
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As per claim 6, Hendrickson et al. discloses the method as in claim 1 wherein 
said attribute is a specific sex (col. 1 1 , lines 34-44). 

As per claim 7, Hendrickson et al. discloses the method as in claim 1 wherein 
said information includes a home address of its respective user (col. 1 1 , lines 34-44). 

6. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendrickson et al. (U.S. 6,754,470) in view of Mayer, as applied above, and further in 
view of De Vries (U.S. 6,968,179). 

As per claim 8, Hendrickson et al. does not expressly disclose receiving from 
said wireless network a signal from said first user, said signal identifying users of said 
wireless network who are on said first user's buddy list; adding to said respective 
information of each of those of said plurality of users who are on said first user's buddy 
list that he/she has been included in said first user's buddy list. 

De Vries discloses receiving from said wireless network a signal from said first 
user, said signal identifying users of said wireless network who are on said first user's 
buddy list (col. 5, line 67-col. 6, line 3); 

adding to said respective information of each of those of said plurality of users 
who are on said first user's buddy list that he/she has been included in said first user's 
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buddy list (col. 7, lines 33-43; Users may be grouped/added into different buddy lists 
based on different attributes.). 

Hendrickson et al. and De Vries are analogous in that each facilitates 
communication via a wireless network and tracks certain wireless activities of users. At 
the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to modify Hendrickson et al. to add users to a user's buddy list because doing so 
enables users to communicate with and track certain wireless activities of a specifically 
defined group of users they're interested in, thereby enhancing the wireless activities 
tracking features of the system. 

As per claim 9, Hendrickson et al. does not expressly disclose receiving from 
said wireless network a signal from said first user, said signal identifying users of said 
wireless network who are listed in said first user's address book; adding to said 
respective information of each of those of said plurality of users who are listed in said 
first user's address book that he/she has been included in said first user's address book. 

De Vries discloses receiving from said wireless network a signal from said first 
user, said signal identifying users of said wireless network who are listed in said first 
user's address book (col. 5, line 67-col. 6, line 3); 

adding to said respective information of each of those of said plurality of users 
who are listed in said first user's address book that he/she has been included in said 
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first user's address book (col. 7, lines 33-43; Users may be grouped/added into different 
buddy lists based on different attributes.). 



Hendrickson et al. and De Vries are analogous in that each facilitates 
communication via a wireless network and tracks certain wireless activities of users. At 
the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to modify Hendrickson et al. to add users to a user's address book because doing so 
enables users to communicate with and track certain wireless activities of a specifically 
defined group of users they're interested in, thereby enhancing the wireless activities 
tracking features of the system. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan G Sterrett whose telephone number is 571- 
272-6881 . The examiner can normally be reached Monday - Friday from 10-6 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell, can be reached at 571-272-6737. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

12-29-08 
/JGS/ 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



